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DETAILED ACTION 

Response to Amendment 

1 . Claims 1,2,6,8,9,11 -1 3, and 1 7-20 remain pending in the application. Claims 

1, 2, 6, 8, 9, 11-13, and 17-20 are currently amended. Claims 3-5, 7, 10, and 14-16 
have been canceled. No new claims have been added. It is noted that status identifier of 
claims 17 and 18 indicates that claims are previously presented, wherein the claims 
appear to be currently amended. For the purposes of examination claims 1 7 and 1 8 will 
be treated as "currently amended". In their next submission, applicants are encouraged 
to verify that the status identifiers for all claims are correct. 

Response to Arguments 

2. With regard to applicants' remarks dated November 12, 2008: 

regarding the rejection of claims 1-3, 6, 8-14, and 17-20 under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement, applicants' 
arguments have been fully considered, but they are not persuasive with respect to 
claims 1-3, 6, 8-14, and 19-20. Applicants' arguments with respect to claims 17 and 18 
are persuasive. In particular, as to claims 1 and 9, applicants argue that par. [0018] and 
Fig. 2 provide a clear support for the limitation of "at least one first PDP". However, it is 
noted that PDP disclosed in the specification is not a claimed "Policy Description 
Protocol (PDP)" (emphasis added), but instead is a "Policy Decision Point (PDP)". 
Therefore, the specification fails to provide a clear support for the Policy Description 
Protocol , as claimed. In addition, applicants failed to provide a clear support in the 
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specification for each limitation of the claimed subject matter underlined at page 5 of the 
last Office action. Therefore, the rejection is maintained with respect to claims 1, 2, 6, 8, 
9, 11-13, and 17-20. 

As to claims 17 and 18, applicants argue that "...Figure 3 depicts a main PEP 
and two virtual PEPs, the virtual PEPs corresponding to service x and service y. Thus, 
while the "first and second" PEPs, respectfully corresponding to services x and y, are 
defined as virtual, the main PEP may not be virtual". This argument is persuasive. 
Therefore, the rejection of claims 17 and 18 has been withdrawn. 

Regarding the rejection of claims 1-3, 6, 8-14, and 17-20 under 35 U.S.C. 112, 
second paragraph, applicants' arguments have been fully considered. 

As to claims 1, 9, 19, and 20, applicants argue that "....as disclosed in paragraph 
[0009], the overall apparatus establishes services that utilize policy enabled resources". 
This argument is not persuasive because it is not clear how can the claimed overall 
apparatus establish services that utilize policy enabled resources if none of the claimed 
elements of the apparatus, alone or in combination, appear to perform said establishing. 
Recited par. [0009] merely repeats the original claim language and therefore fails to 
support applicants' argument. Therefore, the rejection is maintained. 

As to claims 1 and 9, applicants argue that "....Figure 2 depicts "decoupling of 
policy management and resource management". In addition, paragraph [0017] discloses 
separation of the management of policies from the management of policy enabled 
resources". However, applicants failed to clearly identify which one of the claimed 
elements performs the policy management and which of the claimed elements performs 
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the management of policy-enabled resources, such management being decoupled. The 
fact that Fig. 2 and par. [0017] may disclose separation of the management of policies 
from the management of policy enabled resources is not sufficient to clearly identify 
which ones of the claimed elements actually perform such management. Therefore, the 
rejection is maintained. 

As to claims 1 and 9, applicants amended claim 1 to replace "at least one first 
policy description protocol (PDP)" with "a first policy description protocol (PDP)". 
Therefore, it is now clear to which PDP " said first PDP" (emphasis added) refers to. 
Thus, the rejection of claim 1 has been withdrawn. Applicants are advised to amend 
claim 9 analogously to claim 1 by replacing "at least one first policy description protocol 
(PDP)" with "a first policy description protocol (PDP)". 

As to claim 3, the rejection is moot since the claim has been canceled. 

As to claim 6, applicants' amendment has been fully considered and is sufficient. 
Therefore, the previously-made rejection has been withdrawn. 

As to claim 8, applicants' amendment has been fully considered and is sufficient. 
Therefore, the rejection has been withdrawn. 

As to claim 9, applicants' amendment to replace "another domain" with "said 
second domain" has been fully considered and is sufficient. Therefore, the rejection has 
been withdrawn. 

As to claim 10, the rejection is moot since the claim has been canceled. 
As to claim 1 1 , applicants argue that "...the main PEP corresponds to the main 
PEP depicted in Figure 3". This argument is not persuasive because whether or not the 
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main PEP corresponds to that in Figure 3 is irrelevant. It is still unclear whether "a main 
PEP", as claimed, is one of the "first and second PEPs" of claim 9 or "a main PEP" is an 
additional PEP. Therefore, the rejection is maintained. 

As to claims 12 and 13, applicants' amendment has been fully considered and is 
sufficient. Therefore, the rejection has been withdrawn. 

As to claim 14, the rejection is moot since the claim has been canceled. 

As to claims 19 and 20, applicants' amendment has been fully considered and is 
sufficient. Therefore, the rejection has been withdrawn. 

As to claims 17 and 18, applicants argue that "said" has been deleted. However, 
Examiner fails to see such amendment, as per claims 17 and 18. Therefore, the 
rejection is maintained. 

Regarding the rejection of claims 1, 2, 6, 8, 17, and 19 under 35 U.S.C. 101, 
applicants' arguments have been fully considered but they are not persuasive. 
Applicants argue that "...the apparatus is a computer, a particular machine programmed 
in a new and non-obvious way to establish services that utilize policy-enabled resources 
in a communications network". This argument is not persuasive because it is directed 
towards an unclaimed feature of the invention. In particular, the limitation of the 
apparatus being a computer, a particular machine programmed to establish services 
that utilize policy-enabled resources in a communications network, is not currently 
claimed. Therefore, applicants' argument cannot be held as persuasive. 

As to any arguments not specifically addressed, they are the same as those 
discussed above. 
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Specification 

3. The specification is objected to under 37 CFR 1 .75(d)(1 ) as failing to provide a 
clear support or antecedent basis in the description for newly presented and amended 
claims, as discussed below with respect to the written description requirement. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1, 2, 6, 8, 9, 11-13, and 17-20 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claims 
contain subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. 

In particular, the newly added limitations of claim 1 (and substantially claim 9) 
read : "... said first resource policy layer including at least one first policy description 
protocol (PDP), wherein said first NRC initiates association between said first PEP and 
said at least one first POP, and said first PDP provides said first PEP with a policy upon 
establishment of said association between said first PEP and first PDP, and wherein 
when said first NRC requires resources from a second domain outside the first domain, 
said first NRC signals a request to a second said NRC in said second domain, which 
initiates association between a second said PEP in said second domain and said first 
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PDP, said first PDP providing said second PEP with a policy upon establishment of said 
association between said second PEP and said first PDP " (emphasis added). 
Regarding the newly added limitations of claims 1 and 9, Applicants argued that: "claims 
1 and 9 have been amended to recite that the network resource controller (NRC) 
enables contact between the policy enforcement point (PEP) and a policy description 
protocol (PDP), and further to recite the use of the NRC to enabling control of a second 
PEP in a second domain by the first PDP in the first domain, as illustrated in Fig. 2 and 
described for example in paragraph [0017] of the original specification". However, the 
cited paragraph [0017] of the original specification does not provide sufficient support 
for "the use of the NRC to enabling control of a second PEP in a second domain by the 
first PDP in the first domain". Out of all the newly added limitations, as to claims 1 and 
9, paragraph [0017] provides a clear support only for the limitation of "wherein when 
said first NRC requires resources from a second domain outside the first domain, said 
first NRC signals a request to a second said NRC in said second domain". See par. 
[0017] lines 16-17. 

As a result, claims 1 and 9 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. 

Dependent claims 2, 6, 8, 11-13, 17, and 18 are rejected under 35 U.S.C. 112, 
first paragraph, as being dependent from corresponding independent claims, as 
discussed above. 

If Applicants believe that newly added limitations of claims 1 and 9 are fully 
supported by the original specification, in their next response the Applicants are 
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required to provide a clear support for newly added limitations, the citation to relevant 
portions of the specification being as specific as possible for each limitation . Among 
other limitations, clear support is required for the limitation of "at least one first policy 
description protocol (PDP)" (emphasis added). 

As to claims 19 and 20, these claims are rejected for analogous reasons, as 
discussed per claims 1 and 9. If Applicants believe that the limitations of newly added 
claims 19 and 20 are fully supported by the original specification, in their next response 
they are required to provide a clear support for the claimed subject matter, the citation 
to relevant portions of the specification being as specific as possible for each limitation . 
Among other limitations, clear support is required for the limitation of "at least one first 
policy description protocol (PDP)" (emphasis added). 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1, 6, 9, 11, 17, and 18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

As to claims 1,9, 19, and 20, it is unclear which element(s) of the claimed 
apparatus perform(s) the functionality of "establishing services that utilize policy- 
enabled resources", as disclosed in the preamble. In particular, a first policy 
enforcement point (PEP) identifies policy-enabled resources and allocates resources to 
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services. A first network resource controller (NRC) requests from available resource any 
resources required to establish a service. A first resource policy layer (RPL) provisions, 
to a service being established , the policy-enabled resources allocated to that service 
(emphasis added). Thus, none of the first PEP, the first NRC and the first RPL is shown 
to actually perform "establishing services", as disclosed in the preamble. Therefore, it is 
unclear how the claimed apparatus and method performs its intended function, being 
establishing services that utilize policy-enabled resources in a communications network. 

As to claims 1 and 9, it is further unclear how "decoupling of policy management 
from the management of policy-enabled resources", as specified in the "whereby" 
clause, is achieved in the claimed invention. In particular, it is unclear which of the 
claimed elements performs the policy management and which of the claimed elements 
performs the management of policy-enabled resources, such that management of each 
is "decoupled". 

As to claim 6, it is unclear whether "a second domain" is the same "second 
domain" recited in claim 1 ; and whether "a second PEP" is the same "second PEP" 
recited in claim 1 . Applicants are encouraged to use proper antecedent basis when 
referring to the same elements in the claim. Such as, "a second domain" and "a second 
PEP" in claim 6 should be replaced with " said second domain" and " said second PEP". 
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Claim 9 recites the limitation "at least one first PDP" in the claim body. It is 
unclear to which one of the at least one first PDP "said first PDP" refers to in the 
instance when there are multiple first PDPs. 

As to claim 1 1 , it is unclear whether "a main PEP" is one of the "first and second 
PEPs" of claim 9 or "a main PEP" is an additional PEP. 

8. Claims 1 7 and 1 8 recite the limitation of "said particular service" in the claim 
body. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claims 1, 2, 6, 8, 17, and 19 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

As to claim 1, use of the word "an apparatus" does not inherently mean that the 
claim is directed to a machine. Only if at least one of the claimed elements of the 
apparatus is a physical part of the machine can the apparatus be a machine within the 
meaning of 35 U.S.C. 101. 

In the instant case, no physical parts of the apparatus have been claimed. In 
particular, the apparatus of claim 1 recites a first policy enforcement point (PEP), a first 
network resource controller (NRC) and a first resource policy layer (RPL), all being 
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functional entities, each performing corresponding function, as evidenced by the 
specification at paragraph [0017]. Therefore, the apparatus of claim 1 fails to provide at 
least one physical part of the machine, and is rejected under 35 U.S.C. 101 for failing to 
fall within a statutory category of the invention as being directed to an apparatus of 
software per se. Specifically, it is noted that the first policy enforcement point (PEP) is 
interpreted to comprise a plurality of virtual PEPs, as evidenced by claim 2. Therefore, 
the first PEP is not a physical part of the apparatus. 

As to claims 2, 6, 8, and 17, none of these claims introduce at least one physical 
part that would make an apparatus of claim 1 statutory under 35 U.S.C. 101 . Therefore, 
these claims are rejected for the same reasons. 

As to claim 19, use of the word "an apparatus" does not inherently mean that the 
claim is directed to a machine. Only if at least one of the claimed elements of the 
apparatus is a physical part of the machine can the apparatus be a machine within the 
meaning of 35 U.S.C. 101. 

In the instant case, no physical parts of the apparatus have been claimed. In 
particular, the apparatus of claim 19 recites a first network resource controller (NRC), a 
virtual first policy enforcement point (PEP), and a resource policy layer (RPL), all being 
functional entities, each performing corresponding function, as evidenced by the 
specification at paragraph [0017]. Therefore, the apparatus of claim 19 fails to provide 
at least one physical part of the machine, and is rejected under 35 U.S.C. 101 for failing 



Application/Control Number: 10/639,677 Page 12 

Art Unit: 2442 

to fall within a statutory category of the invention as being directed to an apparatus of 
software per se. 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLEG SURVILLO whose telephone number is 
(571)272-9691 . The examiner can normally be reached on M-Th 8:30am - 6:00pm; F 
8:30am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on 571-272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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